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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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2a)E3 This action is FINAL. 2b)Q This action is non-final. 
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closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 
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DETAILED ACTION 
Claim Rejections - 35 U.S.C. § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

2. Claims 1-3, 5-13, and 15-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over by O'Donnell, Jr. (6486875 Bl) in view of Schiller et al. 
(2002/0031243) and Stevenson et al. (2002/0054026 Al). 

3. As in claim 1, O'Donnell, Jr. teaches of an electronic pen for recording motion data 
relating to use of the pen, figures 1 and 2, comprising: a pen body, figure 1 item 3; a 
ball mounted in the pen body, figure Litem 15; a sensor in the pen body, located 
proximate the ball, for detecting motion of the ball and converting the motion into 
corresponding electronic signals, figure 1 item 17, column 4 lines 1-15; and a memory 
in the pen body, electronically coupled to the sensor, for receiving the electronic signals 
and storing corresponding data related to the motion, figure 1 item 25, the data including 
data points related to positions of the ball and enabling extrapolation to generate lines 
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representing the motion of the ball, column 4 lines 1-30, a circuit, electronically coupled 
to the sensor and the memory for sampling the sensor at a particular rate and controlling 
transmission of the corresponding transmission of the corresponding electronic signal 
form the sensor to the memory, figure 1 item 23. However O'Donnell, Jr. is silent as 
to wherein the circuit including a timer for determining the particular rate at which the 
sensor is sampled. O'Donnel, Jr. teaches however that microprocessor 23 is 
programmed achieve simultaneous data capture as a document is created with the pen and 
provide real time or delayed transmission to the associated computer, column 4 lines 12- 
15, and further that the memory can be associated with date and time clocks, column 4 
lines 32-35. Said feature comprising a timer and sampling at a particular rate is inherent 
to microproscesser taught by O'Donnel, Jr, as known in the art. O'Donnel, Jr teaches 
of storing data in memory 25, as it is created by the pen 1, wherein said a processor 23 is 
programmed to integrate all of the functions of the pen 1, which would obviously include 
controlling the sending of data to memory by a clock function internal or external to said 
processor. Amano teaches of a timer, figure 2 item 15 for sampling data from a ball 
based input device, column 13 lines 1-30, wherein the timer is used also adjusted by the 

nrocessor for vanahlR timino flTVtiii!/>i* *»1 *g%<*nht>* r»-P o n^^oppAi- 110 
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conversion of data, including sampling of the data, by conversion device 1 16, wherein the 
processor 118 also manages the flow of information to and from memory 120, wherein 
given said sampling feature, a clock sampling at a particular rate is inherent. Both 
O'Donnel, Jr. and O'Connor et al. teach of like inventions who's features are 
interchangeable given their same basic structural system design. Both Amano and 
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O'Conner et al. support what would be obvious to the skilled artisan as inherent features 
to O'Donnel, Jr. Therefore it would have been obvious to the skilled artisan at the time 
of the invention that O'Donnel, Jr. includes a timing mechanism external as taught by 
Amano or internal as taught by O'Connor et al, for the purpose of sampling data at a 
particular rate, because said features are known to be inherent features for transferring 
data from an analog to digital input to a microprocessor, as taught by O'Donnel, Amano, 
and O'Conner et al., as found in claim 1. 



4. As in claim 11, O'Donnell, Jr. teaches of a method for recording motion data relating to 
use of a pen having a pen body, figure 1 item 3, a ball mounted in the pen body, figure 1 
item 15, a memory, figure 1 item 25, and a sensor located proximate the ball, figure 1 
item 17, comprising: detecting motion of the ball using the sensor, column 4 lines 1-30, 
sampling the sensor at a particular rate using a circuit electronically coupled t the 
sensor and to the memory, figure 1 item 23; converting the motion into corresponding 
electronic signals, column 4 lines 1-30; receiving the electronic signals, column 4 lines 
1-30; and storing in memory, column 4 lines 1-31, based upon the electronic signals, 
corresponding data related to the motion, column 4 lines 1-31, the data including data 
points related to positions of the ball and enabling extrapolation to generate lines 
representing the motion of the ball, column 4 lines 1-30. However O'Donnell, Jr. is 
silent as to wherein the circuit including a timer for determining the particular rate at 
which the sensor is sampled. O'Donnel, Jr. teaches however that microprocessor 23 is 
programmed achieve simultaneous data capture as a document is created with the pen and 
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provide real time or delayed transmission to the associated computer, column 4 lines 12- 
15, and further that the memory can be associated with date and time clocks, column 4 
lines 32-35. Said feature comprising a timer and sampling at a particular rate is inherent 
to microproscesser taught by O'Donnel, Jr, as known in the art. O'Donnel, Jr teaches 
of storing data in memory 25, as it is created by the pen 1, wherein said a processor 23 is 
programmed to integrate all of the functions of the pen 1, which would obviously include 
controlling the sending of data to memory by a clock function internal or external to said 
processor. Amano teaches of a timer, figure 2 item 15 for sampling data from a ball 
based input device, column 13 lines 1-30, wherein the timer is used also adjusted by the 
processor for variable timing. O'Connor et al. teaches of a processor 118 managing 
conversion of data, including sampling of the data, by conversion device 1 16, wherein the 
processor 118 also manages the flow of information to and from memory 120, wherein 
given said sampling feature, a clock sampling at a particular rate is inherent. Both 
O'Donnel, Jr. and O'Connor et al. teach of like inventions who's features are 
interchangeable given their same basic structural system design. Both Amano and 
O'Conner et al. support what would be obvious to the skilled artisan as inherent features 

to O'Dnnnel Tr ThprAfprA it wmilH tiavo Hoah r*iwirtii«? +V»* ni^v^A +v,^ 
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of the invention that O'Donnel, Jr. includes a timing mechanism external as taught by 
Amano or internal as taught by O'Connor et al, for the purpose of sampling data at a 
particular rate, because said features are known to be inherent features for transferring 
data from an analog to digital input to a microprocessor, as taught by O'Donnel, Amano, 
and O'Conner et al., as found in claiml 1. 
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5. As in claims 2 and 12, O'Donnell, Jr. teaches of further including a removable ink 
cartridge, disposed with the pen body, for applying ink to the ball, column 3 lines 60-67, 
wherein the ink reservoir is as associated with that of conventional ball point pens known 
for their replaceable ink cartridge. As in claims 3 and 13, O'Donnell, Jr. teaches further 
including a port, located on the pen body and electronically coupled to the memory, for 
use in transferring the data from the memory to an external device, figure 1 item 27. As 
in claims 5 and 15, O'Donnell, Jr. teaches of further including a module for receiving 
the data and for converting the data into a visual representation of the motion of the ball, 
column 3 lines 1-30 As in claims 6 and 16, O'Donnell, Jr. teaches of further including 
a module for storing the visual representation, column 4 lines 48-54. As in claims 7 and 
17, O'Donnell, Jr. teaches of wherein the sensor includes dual sensors for detecting 
directions from which orthogonal ball motions can be reconstructed, figure 1 item 17. As 
in claims 8 and 18, O'Donnell, Jr. teaches wherein the memory stores as the data 
coordinates representing the directions from which the orthogonal ball motions can be 
reconstructed, column 4 lines 23-41. As in claims 9 and 19, O'Donnell, Jr. teaches of 
wherein the memory stores an indication of a set of the motion data and a default location 
for a start of the corresponding motion, column 4 lines 1-41, wherein said features are 
inherent to the device as well known in the art. As in claim 10 and 20, O'Donnell, Jr. 
teaches wherein the memory comprises an atomic resolution storage memory, figure 1 
item 25, wherein said memory is inclusive to all memory known in the art able to 
facilitate fine resolution memory as with atomic resolution storage. 
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6. Claims 1, 3, 5-11, 13, and 15-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over by Persidsky (6130666) in view of Amano (5691747) and 
O'Connor et al. (6188392 Bl). 



7. As in claims 1 and 11, Presidsky teaches of an electronic pen for recording motion data 
relating to use of the pen, figures 1-4, comprising: a pen body, figure 1 item 10; a ball 
mounted in the pen body, figure 4 item 128; a sensor in the pen body, located proximate 
the ball, for detecting motion of the ball and converting the motion into corresponding 
electronic signals, column 4 lines 28-41; and a memory in the pen body, electronically 
coupled to the sensor, for receiving the electronic signals and storing corresponding data 
related to the motion, figure 1 item 22, the data including data points related to positions 
of the ball and enabling extrapolation to generate lines representing the motion of the 
ball, column 4 lines 1-20. However Presidsky is silent as to said timer and sampling at 
a particular rate. Said feature comprising a timer and sampling at a particular rate is 
inherent to microproscesser taught by Presidsky, as known in the art. Presidsky teaches 
of sending digitized signals to processor 40, wherein said signals are obviously sent along 
a bus system controlled by an clock internal or external clock to the processor 40. 
Amano teaches of a timer, figure 2 item 15 for sampling data from a ball based input 
device, column 13 lines 1-30, wherein the timer is used also adjusted by the processor for 
variable timing. O'Connor et al. teaches of a processor 118 managing conversion of 
data, including sampling of the data, by conversion device 116, wherein the processor 
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118 also manages the flow of information to and from memory 120, wherein given said 
sampling feature, a clock sampling at a particular rate is inherent. Both Presidsky and 
O'Connor et al. anticipate the claimed invention, however O'Connor et al. has been used 
to support Presidsky teaching. Both Presidsky and O'Connor et al. teach of like 
inventions who's features are interchangeable given their same basic structural system 
design. Both Amano and O'Conner et al. support what would be obvious to the skilled 
artisan as inherent features to Presidsky. Therefore it would have been obvious to the 
skilled artisan at the time of the invention that Presidsky includes a timing mechanism 
internal as taught by Amano or external as taught by O'Connor et al, for the purpose of 
sampling data at a particular rate, because said features are known to be inherent features 
for transfereing data from an analog to digital converter to a microprocessor, as taught by 
Presidsky, Amano, and O'Conner et al, as found in claims 1 and 11. 

8. As in claims 3 and 13, Presidsky teaches further including a port, located on the pen 
body and electronically coupled to the memory, for use in transferring the data from the 
memory to an external device, figure 13 item 70. As in claims 5 and 15, Presidsky 
teaches of further including a module for receiving the data and for converting the data 
into a visual representation of the motion of the ball, column 4 lines 1-20. As in claims 6 
and 16, Presidsky teaches of further including a module for storing the visual 
representation, column 4 lines 10-26. As in claims 7 and 17, Presidsky teaches of 
wherein the sensor includes dual sensors for detecting directions from which orthogonal 
ball motions can be reconstructed, column 4 lines 28-40, figure 9. As in claims 8 and 





Application/Control Number: 09/726,325 
Art Unit: 2673 



Page 9 



18, Presidsky teaches wherein the memory stores as the data coordinates representing the 
directions from which the orthogonal ball motions can be reconstructed, column 4 lines 
10-20, O'Connor et al., column 5 lines 1-11. As in claims 9 and 19, Presidsky teaches 
of wherein the memory stores an indication of a set of the motion data and a default 
location for a start of the corresponding motion, column 6 lines 40-57, wherein said 
features are inherent to the device as well known in the art. As in claim 10 and 20, 
Presidsky teaches wherein the memory comprises storage memory, figure 4 item 22, 
wherein said memory is inclusive to all memory known in the art able to facilitate fine 
resolution memory as with atomic resolution storage. As in claim 21, Predsky teaches 
wherein the circuit is capable of varying the rate at which the sensor is sampled based on 
the motion of the ball, column 5 lines 29-33. As in claim 23, Predsky teaches of 
further including the step of changing the rate at which the sensor is sampled based upon 
the motion of the ball, column 5 lines 29-33. As in claim 22, Predsky teaches of a first 
switch for turning on and off the circuit, figure 3 item 38; a second switch for enabling a 
user to store in the memory a reset indication to start storing data related to the motion of 
the ball from a default location stored in memory, figure 3 item 36, said sensor 
comprising X/Y position sensors, column 4 lines 28-41, the circuit farther comprising a 
timer, figure 3 item 40, said timer inherent to said processor as argued above. 



Response to Arguments 
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9. Applicant's arguments filed on 2/6/2004 with respect to claims 1-3, 5-13, and 15-23 have 
been considered but are not persuasive. The 112 rejection of the previous office action is 
withdrawn. All remaining rejections have been maintained. While O'Donnell, Jr., 
Peridsky, or O'Connor et al. can be argued to fully anticipate the Applicants invention 
alone, O'Connor et al. has been added to support what is inherent to the system described 
by O'Donnell, Jr or Peridsky. Amano is also added in support of the timer for sampling 
at a particular rate. Further, the capacity of O'Donnell, Jr, to provide real time data 
capture would inherently necessitate a timing function for the purpose of varying data 
capture in accordance with acceleration speed of the input device as directed by the user 
in real time. The motivation to combine references was to support the inherency of the 
features found in O'Donnell, Jr. Rejection maintained. 



Conclusion 



10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). A shortened statutory period for reply to this 
final action is set to expire THREE MONTHS from the mailing date of this action. In the 
event a first reply is filed within TWO MONTHS of the mailing date of this final action 
and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the 
advisory action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will the 
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statutory period for reply expire later than SIX MONTHS from the mailing date of this 
final action. 



11. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David L. Lewis whose telephone number is (703) 306- 
3026. The examiner can normally be reached on MT and THF from 8 to 5. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Bipin 
Shalwala, can be reached on (703) 305-4938. Any inquiry of a general nature or relating 
to the status of this application or proceeding should be directed to the Group receptionist 
whose telephone number is (703) 305-3900. 



Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
or faxed to: 

(703) 872-9314 (for Technology Center 2600 only) 

Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal Drive, 
Arlington, VA, Sixth Floor (Receptionist). 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Technology Center 2600 Customer Service Office whose 
telephone number is (703) 306-0377. 




